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~ Tho MAILING DATE of this communication appears on tho cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )I3 Responsive to communication(s) filed on 09 April 2004 . 
2a)l3 This action is FINAL. 2b)n This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 7,3-5.8 and 11-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 24-27 is/are allowed. 

6) 13 Claim(s) 1 3-5. 8. 11-16, 19. 22, 23 is/are rejected. 

7) 13 Claim(s) 17.18,20 and 21 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) \3 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)\J Some * c)^ None of: 

1. n Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. DETAILED ACTION 

2. Response to Arguments 

3. Since in applicant's response there was an interview requested, John King was called on 
5/19/2004. He was asked if he wanted to schedule an interview. He indicated he wants to see 
the rejection and then consider if he wants an interview. 

4. Applicant argues that Camahan is not testing since its system is used for demonstration 
and training. This is not persuasive since even when performing a demonstration, testing is 
performed beforehand to make sure the system works and so that the demonstration is 
successful. 

5. As per applicant's argument that the primary and secondary communication Unks do not 
provide separate paths to the computer, this is a new Umitation that has been addressed in the 
action below. 

6. Applicant argues that all the disclosed Hnks in Camahan go through the LAN port to the 
computer and thus there is no secondary link. This is not persuasive since what the appUcant has 
claimed is a secondary communication link that bypasses the modem. Applicant has not claimed 
that the secondary communication link has to bypass a LAN port. The LAN port has multiple 
communication Hnks such as 6 and 7 that bypass the modem 22 and thus there are at least two 
links that bypass the modem. 
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7. Applicant argues that the five scenarios disclosed in cols. 3-4 are 5 separate 
configurations with 5 separate links and thus does not meet applicant's limitation of an alternate 
link. This is not persuasive since the links as claimed and explained through the reference in this 
and prior actions are alternative links since if one connection is broken such as connection 6, an 
altemative connection may be attempted, such as through 7. AppUcant says that Camahan has . 
"five different configurations for remote demonstration and training". So if one configuration 
with, as an example, connection 6 may not work, but an altemative configuration may be 
attempted, such as connection 7. 

8. Applicant argues that each configuration in Camahan is through a single communication 
link and in effect is arguing that an altemate link is not disclosed in Camahan. This is not 
persuasive since if one configuration with, as an example, connection 6 does not work, an 
altemative configuration with connection 7 may be attempted. 



9. Response to Amendment 
Claim Rejections - 35 USC §102 
10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in ( 1 ) an appUcation for patent, published under section 1 22(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



■5^ 
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11. Claims 8, 19 are rejected under 35 U.S.C. 102(e) as being anticipated by Camahan. 

12. As per claim 8, Camahan teaches a method of testing the operation of a modem in a 
computer using a portable modem testing device, the method comprising: coupling the modem in 
the computer (Camahan fig, 1 : 22, 23, 24) to the portabl e modem testing device (Camahan fig. 1 : 
5, 3B, 2A, 4); coupHng the computer (Camahan fig. 1: 24) to the modem testing device 
(Camahan fig. 1: 5, 3B, 2A, 4) via an altemate communication Unk that bvpasses the modem 
(Camahan fig, 1 : connection 7 bypasses modem 22) ; sending a signal to a computer via the 
altemate communication link to initialize the modem in the conputer ( Camahan fig. 1: 2B sends 
a signal via 7 and 23 to 24); initiating transmitting of test data from the portable modem testing 
device (Camahan fig, 1: 2B sends a signal - during testing, this would be a test signal); receiving 
the transmission from the portabl e modem testing device at the modem in the computer 
(Camahan fig. 1: 2B sends a signal to modem in the computer 22, 23, 24 via 5 and 8B); and 
verifying the transmission (inherent to verify transmission when testing a modem); transmitting 
test data from the modem (Camahan fig. 1: 22, 23, 24 send signals - during testing, these would 
be test signals ) to the modem testing device (Camahan fig. 1: 2B); verifying the test data 
(inherent to verify test data when testing). 

13. As per claim 19, Camahan teaches that the modem testing device comprises a memory 
with the computer 24 as well as 4, 2A and 2B since computers ftinction by mnning software 
programs from memory and storing data in memory and they have microprocessors. It is 
inherent to store test data in memory, if not permanently, at least for the purpose of determining 
whether a communication channel exists. When testing, the microprocessor would be involved 
in determining the validity of the test. 
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14. Claim Rejections - 35 USC §103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

1 6. A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill in 
the art to which said subject matter pertains. Patentabihty shall not be negatived by the manner in which the invention was 
made. 

17. Claims 1, 3, 4, 5, 1 1, 12, 13-16, 22 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Camahan in view of Wilska 6427078. 

18. As per claim 1, Camahan teaches a device for testing th e op e ration of a mod e m in a 
comput e r , the device comprising: a case (inherent to be within a case to reduce the effect of 
temperature, humidity, liquid spilhng and other environmental effects); a first communication 
port (Camahan fig. 1: 23) attached to the case (Camahan fig. 1: 23 is attached to case 1 1) and 
configured to be directly coupled to a modem in a computer (Camahan fig. 1: 22, 23, 24) thereby 
forming a primarv communication link r e c e iv e signals from a mod e m in a comput e r : a second 
communication port (Camahan fig. 1: 5) coupled to a signal reporting circuit (Camahan fig. 1: 
2B) and configured to be coupled with the computer (Camahan fig. 1:5 configured to be coupled 
to con5)uter 24 via other components'! and to bvp ass the modem (Camahan fig. 1; connection 7 
bypasses modem 22) therebv forming a secondary communication link that bypasses the modem 
(Camahan fig. 1: connection 7 bypasses modem 22) and wherein the signal reporting circuit is 
located within the case (Camahan fig. 1 : 2B is located within case 1 1) and coupled to the first 
communication port (Camahan fig. 1: 2B is coupled to 23 via connection 7) and the second 
communication port (Camahan fig. 1: 2B is coupled to 5), the signal reporting circuit including a 
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microprocessor (Camahan fig. 1 : inherent inside 2B) configured to send a signal to the computer 
via a secondary communication link ( Camahan fig. 1 : 2B sends a signal via 7 and 23 to 24) to 
evaluate t est the transmit capability of the modem in the computer over the primary 
communication Unk (It is inherent to evaluate the transmit capability based on whether a receiver 
receives the transmitted signal.) 

19. Camahan does not teach initiating the transmission of test data from the modem in the 
computer via the primary communication link. 

20. It is common knowledge to have a secondary communication hnk initiate transmission of 
test data from the primary communication Unk. 

21 . It would have been obvious to one skilled in the art at the time of the invention to modify 
Camahan to have a secondary communication link to initiate transmission of test data from the 
primary communication link. 

22. One would be motivated to do so since it would be advantages to have backup 
communication routes if a primary communication route fails or is clogged with traffic. 

23. Camahan does not teach wherein the primary and secondary communication links 
provide separate paths to the computer. What Wilska teaches is wherein the primary ( Wilska: IR 
link 12) and secondary (Wilska: cellular link 17) communication links provide separate paths to 
the computer (Wilska: paths from 12 and 17 are separate). It would have been obvious to one 
skilled in the art at the time of the invention to modify Camahan with the teachings of Wilska. 
One would have been motivated to do so to have a muhipurpose device 

as taught in Wilska col. 1 . 
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24. As per claim 3, Camahan teaches the device of claim 1 wherein the signal reporting 
circuit comprises a microprocessor and an analog to digital converter coupled to the 
microprocessor and the first communication port (Camahan fig. 1 : inherent since 2A shows an 
analog signal and the data has to go to computer, modem, port, etc. which are all digital) 

25. As per claim 4, Camahan teaches the device of claim 1 wherein the signal reporting 
circuit comprises a microprocessor and a modem coupled to the microprocessor and the first 
communication port (Camahan fig. 1: 2B, 5, 22, 23). 

26. As per claim 5, Camahan teaches a method of testing th e op e ration of a mod e m in a 
conput e r using a portable modem testing device, the method comprising: couphng the modem in 
the computer (Camahan fig. 1 : 22, 23, 24) to the portable (not in Camahan but would be obvious 
- see below) modem testing device (Camahan fig. 1 : 5, 3B, 2A, 4) via a first communication link 
(Camahan fig, 1: 8B); coupling the computer (Camahan fig. 1: 24) to the portable modem testing 
device (Camahan fig. 1: 5, 3B, 2A, 4) via an alternate communication link and to bypass the 
modem (Camahan fig. 1 : 24 to 23 to 3 A via 6 to 2A to 4 bypasses modems 5, 22) ; sending a 
signal fi-om the portable modem testing device fCamahan fig. 1: 5, 3B, 2A, 4) to the computer 
(Camahan fig. 1 : 24) via the alternate communication link (Camahan fig. 1 : 24 to 23 to 3 A via 6 
to 2A to 4 bypasses modems 5, 22) to initiate testing the operation of the modem in the 
computer ; initiating transmission of test data fi"om the modem (not in Camahan but would be 
obvious as explained below); receiving the transmission (Camahan fig. 1: 8A) fi-om the modem 
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(Camahan fig. 1: 22) at the portable modem testing device (Camahan fig. 1: 5, 3B, 2A5 4); and 
verifying the transmission (inherent to verify transmission when testing a modem). 

27. Camahan teaches a modem testing device (Camahan fig. 1 : 5, 3B, lA, 4) but does not 
teach a portable modem testing device. 

28. It is common knowledge to make things portable. 

29. It would have been obvious to one skilled in the art at the time of the invention to modify 
make the elements portable. 

30. One would be motivated to do so since it has been held that to make something portable 
requires routine skill in the art. 

3 1 . Camahan does not teach to initiate testing the operation of the modem in the computer 
and to initiate transmission of test data from the modem. It is common knowledge to send ^ 
signal from the portable modem testing device to the computer via the alternate communication 
link to initiate testing the operation of the modem in the computer and initiate transmission of 
test data from the modem. 

32. It would have been obvious to one skilled in the art at the time of the invention to modify 
Camahan to have a secondary communication link to initiate transmission of test data from the 
primary communication link. 

33. One would be motivated to do so since it would be advantages to have backup 
communication routes if a primary communication route fails or is clogged with traffic. 

34. It is also common knowledge to test modems. 

35. It would also have been obvious to one skilled in the art at the time of the invention to 
modify Camahan to test the modem. 
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36. One would be motivated to do so in order to know that one has a modem that functions. 

37. Camahan does not teach wherein the primary and secondary communication Hnks 
provide separate paths to the computer. What Wilska teaches is wherein the primary ( Wilska: IR 
link 12) and secondary (Wilska: cellular hnk 17) communication links provide separate paths to 
the computer. It would have been obvious to one skilled in the art at the time of the invention to 
modify Camahan with the teachings of Wilska. One would have been motivated to do so to have 
a multipurpose device as taught in Wilska col. 1. 

38. As per claim 11, Camahan teaches a method of testing the operation of a modem in a 
computer using a portabl e modem testing device, the method comprising: coupling the modem in 
the computer (Camahan fig. 1: 22, 23, 24) to the portabl e modem testing device (Camahan fig. 1 : 
5, 3B, 2A, 4, 2B); coupling the computer (Camahan fig. 1: 24) to the modem testing device 
(Camahan fig. 1: 5, 3B, 2A, 4, 2B) via an alternate communication link (Camahan fig. 1: 
connection 7 is an alternate Unk); initiating transmission of test data fi*om the modem bv sending 
a signal from the modem testing device over the alternate communication link (not in Camahan 
but would be obvious as explained below) ; receiving the transmission (Camahan fig. 1 : 8A) fi*om 
the modem (Camahan fig. 1 : 22) at the modem testing device (Camahan fig. 1 : 5, 3B, 2A, 4); 
verifying the transmission (inherent to verify transmission when testing a modem); initiating 
transmission of test data fi*om the portable modem testing device (Camahan fig. 1 : 2A, 2B send 
signals - during testing, these would be a test signals); receiving the transmission fi*om the 
portabl e modem testing device at the modem (Camahan fig. 1 : 24 receiving fi*om 2 A, 2B); and 
verifying the transmission (inherent to verify when testing). 
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39. Camahan does not teach initiating transmission of test data from the modem by sending a 
signal from the modem testing device over the alternate communication link . It is common 
knowledge to send a signal from the modem testing device over the altemate communication link 
to initiate the transmission of test data from the modem. 

40. It would have been obvious to one skilled in the art at the time of the invention to modify 
Camahan to have an aheraate communication link to initiate transmission of test data. 

41 . One would be motivated to do so since it would be advantages to have backup 
communication routes if a primary communication route fails or is clogged with traffic. 

42. It is also common knowledge to test modems. 

43. It would also have been obvious to one skilled in the art at the time of the invention to 
modify Camahan to test the modem. 

44. One would be motivated to do so in order to know that one has a modem that functions. 

45. As per claim 12, Camahan does not teach RJl 1 jack. It is common knowledge to have a 
RJl 1 jack. It would have been obvious to one skilled in the art at the time of the invention to 
modify Carnahan to teach a RJl 1 jack since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitabiUty for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416, 

46. As per claims 13-16, 22 and 23, Camahan teaches memory, storing test data and software 
in the memory, microprocessor with the computer 24 as well as 4, 2A and 2B since computers 
function by running software programs from memory and storing data in memory and they have 



Application/Control Number: 09/457,207 Page 1 1 

Art Unit: 2631 

microprocessors. It is inherent to store test data in memory, if not permanently, at least for the 
purpose of determining whether a communication channel exists. When testing, the 
microprocessor would be involved in determining the validity of the test. 

4 7. Allowable Subject Matter 

48. Claims 17, 18, 20, 21 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

49. See prior action for details. 

50. Claims 24-27 are allowed based on reasoning supplied in the prior action. 

51. Conclusion 

52. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL, See MPEP § 706.07(a). 
Applicant is reminded of the extension of time poUcy as set forth in 37 CFR 1. 136(a). 

53. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 





Application/Control Number: 09/457,207 



Page 12 



Art Unit: 2631 

however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action, 

54. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pankaj Kumar whose telephone number is (703) 305-0194. The 
examiner can normally be reached on Mon, Tues, Wed and Thurs after SAM to after 6:30PM. 

55. If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Mohammad H. Ghayour can be reached on (703) 306-3034. The fax phone number 
for the organization where this appHcation or proceeding is assigned is 703-872-9306. 

56. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

57. 58. \ 
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